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REMARKS 

Claims 1-13 were pending in the present application. By this 
Amendment, claims 1-6 have been amended, without prejudice or 
disclaimer, and claim 7 has been amended to clarify the claimed 
invention. Accordingly, claims 7-13 are presented for 

reconsideration, with claims 7 and 13 being in independent form. 

Rejection tinder Sect. 112, first paragraph (written description) 

On page 2 of the June 2, 2005 Office Action, claims 1-13 were 
rejected under 35 U.S.C. §112, first paragraph, as allegedly 
failing to comply with the written description requirement. 

The Examiner stated that the "claim (s) contains subject matter 
which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the 
inventor (s), at the time the application was filed, had 
possession of the claimed invention." The Examiner also stated 
that this is a new matter rejection. 

The Examiner stated that claim 1 has been amended to recite "said 
database including a controller for updating said database with 
additional information". The Examiner further stated that the 
only basis pointed to for this claim amendment is page 13, line 
31 through page 14, line 1. The Examiner also stated that Figure 
1 and page 13, line 31 through page 14, line 1, clearly 
demonstrates that the controller is not part of the database. 

The Examiner stated that "box iabeled is the A system 

component' and has two separate parts, a database (la) and a 
controller (lb) . " The Examiner further stated that "Figure 1 
limits the database of la to a genomics database and the 
controller of lb to a control apparatus." The Examiner also 
stated that "there is no basis for a database that ^includes a 
controller for controlling generation and update of the 
database'." The Examiner further stated that "claim 1 and its 
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dependent claims contain new matter." 

The Examiner stated that claim 13 is a newly introduced claim. 
The Examiner further stated that basis is stated to be at page 
10, line 2 9 through page 12, line 4. The Examiner also stated 
that "the method and steps set forth in claim 13 do not 
correspond to the method set forth at these pages." 

The Examiner stated that "Applicant is requested to point to 
basis for each and every limitation of the amended claims as none 
is apparent . " 

The Examiner stated that "claims 1-12 remain new matter for the 
reasons set forth in the prior office actions as well." 

The Examiner stated that "a fair reading of the specification as 
originally filed would not convey to one of ordinary skill in the 
art that what is now claimed was the contemplated invention." 
The Examiner further stated that "Applicant may not recast or 
repackage the system components and method steps originally 
contemplated into different combination after the fact." The 
Examiner also stated that "the presently claimed methods as 
written are conceptually different from those claims originally 
filed and the methods disclosed in the specification as filed." 
The Examiner stated that "they constitute new matter." The 
Examiner further stated that she "does not see basis in the 
charts or arguments of record for the claimed system (claims 1-6) 
having claimed the database, at least one bioinf ormatics tool, 
protein synthesis means, protein processing means, 
crystallization means, X-ray crystallography means, analyzing 
means, structure extraction means, homology model building tool, 
and cryoprotection means (claim 2) having all of the limitations 
as set forth in the claims." The Examiner also stated that she 
"does not see basis in the charts or arguments of record for the 
claimed process having steps (a)-(j) (claims 7-12)." The 
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Examiner stated that "comparison of independent claims 1 and 7 
alone to the basis pointed to in Applicant's chart reveals that 
basis for the system of claim 1 is premised on Figure 1 and pages 
12-16, 20 and 21 of the specification and that basis for the 
process of claim 7 is premised on pages 10-16 and 20-22 of the 
specification." The Examiner further stated that "the system 
components and method steps set forth here neither match those of 
the claims in a broad sense or in particulars." 

By this Amendment, claims 1-6 have been canceled, without 
prejudice or disclaimer, and therefore the rejection is now moot 
with respect to claims 1-6. 

Applicant traverses the rejection with respect to claims 7-13. 

As an initial matter, it is submitted that the Examiner has not 
given due consideration and analysis to the exemplary support 
from the application as filed cited (by indicating page and line 
numbers) in the chart, which Applicant submitted in response to 
the Examiner's request, for the claim elements. 

In particular, it is noted that while the Office Action sets 
forth broad sweeping statements such as "The examiner does not 
see basis in the charts or arguments of record for the claimed 
process having steps (a) - (j) (claims 7-12) . ... basis for the 
process of claim 7 is premised on pages 10-16 and 20-22 of the 
specification", no specific claim elements from claims 7-12 
purportedly lacking support are identified. The only possible 
reading of these statements in the Office Action is that no 
elements of claims 7-12 have support in the application, which 
would clearly be a facetious position for the Examiner to take. 

In order to have a meaningful prosecution of this application, 
Applicant requests the Examiner to clarify her position by 
identifying specific claim elements and/or features and 
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identifying the reasons why the Examiner finds to be inadequate 
the support cited by Applicant. , 

If the Examiner' s position is that any claim element or feature 
is new matter because it lacks verbatim support, the Examiner's 
attention is directed to Eiselstein v. Frank , 52 F.3d 1035, 1038- 
39 (Fed.Cir. 1995) and In re Lukach , 442 F.2d 967, 969 (C.C.P.A. 
1971), in which the Federal Circuit and its predecessor, 
respectively, point out that such support is not needed for the 
written description required under 35 U.S.C. 112. Copies of the 
Eiselstein and Lukach are attached hereto as Exhibits 1 and 2, 
respectively, for the Examiner's reference- The relevant case 
law is clear that the issue is not whether the claimed subject 
matter is described in exactly the same terms as used in the 
claims, but rather whether the application as filed indicates to 
persons skilled in the art that the applicant had invented as of 
the filing date what is now claimed. Such an analysis requires 
the Examiner to identify the claim element and/or feature that is 
purportedly not supported by the application as filed, and to 
compare substantively the claim element and/or feature to the 
cited support . 

These same points apply to claim 13. 

The Examiner stated: "Claim 13 is a newly introduced claim. Basis 
is stated to be at page 10, line 29 through page 12, line 4. The 
method and steps set forth in claim 13 do not correspond to the 
method set forth at these pages." 

Claim 13 is substantially (although not verbatim) the same as the 
description at page 10, line 29 through page 12, line 4 of the 
application as filed. If the Examiner disagrees regarding any 
particular claim element and/or feature, Applicant requests that 
the Examiner identify the particular claim element and/or feature 
and state why any differences in term between the claim term and 
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the description the application as filed is a substantial 
distinction . 

Accordingly, withdrawal of the written description rejection of 
claims 1-13 under 35 U.S.C. §112, first paragraph, is 
respectfully requested . 

Rejection under 35 U.S.C. §112, first paragraph ( enablement ) 

On page 4 of the June 2, 2005 Office Action, claims 1-13 were 
rejected under 35 U.S.C. §112, first paragraph, because the 
specification purportedly does not provide enablement for the 
breadth of what is encompassed. 

The Examiner stated that the "specification does not enable any 
person skilled in the art to which it pertains, or with which it 
is most nearly connected, to make and use the invention 
commensurate in scope with these claims." 

The Examiner stated that "one of ordinary skill in the art is not 
guided to what system to make and how the parts are interrelated 
or connected." The Examiner further stated that "without clear 
guidance as to how the system is set up, one of ordinary skill in 
the art is not guided as to how to perform. the claimed process." 

The Examiner stated that "claims 1-6 are considered to encompass 
an integrated (in some unidentified fashion) ) , turn-key system 
and/or fully automated system that is not enabled." The Examiner 
further stated that "an adequate disclosure of a device requires 
details of how complex components are constructed and perform the 
desired function, particularly if the specification does not 
detail how the parts should be interconnected and controlled." 
The Examiner also stated that "block diagrams with functional 
labels do not indicate whether the parts are *off the shelf or 
must be specifically constructed or modified for applicant's 
system . " 
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The Examiner stated that "there is no argument nor evidence of 
record that such synchrotron facilities would permit physical, 
structural, or functional connection with any or all of the 
devices set forth in the claims." The Examiner further stated 
that "applicant is requested to explicitly set forth on the 
record what they believe the claimed system is directed to with 
respect to integration of components or lack thereof." 

The Examiner stated that "reference to generic off the shelf 
programs at page 16 of the response does not provide guidance to 
one of ordinary skill in the art as to what system to build or 
how." The Examiner further stated that "naming different devices 
without guidance as to how the parts should be interconnected and 
controlled is not enabling." The Examiner also stated that 
"Applicant is requested to document the assertion on page 16 that 
one skilled in the art with the suggestions and guidance provided 
by this application would readily be able to implement such 
robotics and automation processes." The Examiner stated that she 
"is not aware of any systems having all of the means required by 
the claims integrated and or automated in this way." The 
Examiner further stated that "the claims do not contain 
limitation to robotics or automation." 

The Examiner stated that "it is unclear what the computer 
printouts of web pages regarding facilities at the Argonne 
National Laboratory (ANL) Advanced Photon Source (APS) are 
intended to show." The Examiner further stated that "submitting 
proposals or communication data to and from the APS are not 
limitations of the claims." The Examiner further stated that 
"these pages do not document enablement of a system or process 
using such a system as claimed by applicant." 

The Examiner stated that "Applicant's response fails to address 
their assertion that the claim language invokes 35 USC 112, sixth 
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paragraph. " The Examiner further stated that "Applicant has not 
pointed to the particular means specified in the written 
description and equivalents thereof to perform the particular 
function." The Examiner also stated that "it does not appear 
that the corresponding structure, material, or acts are set forth 
in the written description necessary to perform the function." 
The Examiner stated that "Applicant is reminded that upon appeal 
they will be required to identify every means plus function and 
set forth every structure, material, or act described in the 
specification as corresponding to each claimed function." 

The Examiner stated that with respect to claims 7-12 and newly 
applied to claim 13, "the specification fails to guide one of 
skill in the art as to the particular steps to be performed and 
how they are to be performed in order to execute the method." 
The Examiner further stated that "claim 7 recites ^using at least 
one bioinf ormatics tool and the sequence information, structural 
information and functional information stored in the database'." 
The Examiner also stated that "this does not illuminate which 
bioinf ormatics tool, what specific information, or how to use it 
to achieve the goal of clustering." The Examiner stated that "it 
does not provide the positive, active steps to perform on 
unspecified structural or sequence information to arrive at a 
plurality of families within the context of the claims." The 
Examiner further stated that "the database has sequence 
information for a first plurality of proteins and structural 
information and functional information for a second plurality of 
proteins . " 

The Examiner proposed an example that the structural information 
for the second plurality is polymeric structure (monomer, dimmer, 
etc.), and another example that the functional information for 
the second plurality is enzymatic activity (protease, synthase, 
etc.) . The Examiner queried "how does one practicing the 
invention use polymeric structure and enzymatic activity to 
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cluster into a plurality of families?" 

The Examiner proposed the example that proteins A, B and C are in 
the first plurality and proteins D, E and F are in the second 
plurality, that protein D is a monomeric protease, and that 
protein is a trimeriv synthase. The Examiner queried "what is 
the plurality of families that the at least one bioinf ormatics 
tool identifies?" The Examiner also queried "how are homologous 
sequences for the family determined if the database does not 
contain sequence information for D, E and F and their sequences 
cannot be compared to sequence information for A, B and C?" The 
Examiner stated that the specification provides no discussion or 
guidance for adapting bioinf ormatics tools to make such 
determinations . 

The Examiner stated that in step (g) , the refined model is stored 
in the database. The Examiner also stated that part (a) does not 
require that the structural information include a refined model 
or a homology model. The Examiner stated that in step (j), the 
databases is updated to link the refined model to other 
databases. The Examiner further stated that part (a) does not 
require that the database have links to any information at all. 
The Examiner stated that "the method steps as written are 
internally inconsistent." The Examiner further stated that "as 
written, one of ordinary skill in the art would be unable to 
practice the method for at least these reasons." 

The Examiner further stated that claim 13 is similarly not 
enabled as it parallels claim 7. The Examiner also stated that 
there is not guidance for how steps (k) - (m) are to be performed 
by one of ordinary skill in the art. 

The Examiner stated that Applicant is reminded that claims are 
interpreted in view of the specification without importing 
limitations from the specification into the claims. The Examiner 
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further stated that the specification must enable the full 
breadth of what is claimed not merely some aspects of the claims . 

By this Amendment, claims 1-6 have been canceled, without 
prejudice or disclaimer, and claim 7 has been amended to clarify 
the claimed invention. Therefore the rejection is now moot with 
respect to claims 1-6. 

The claim amendments to claim 7 is believed to overcome many of 
the issues identified in the Office Action. In addition, the 
following comments address other aspects of the Office Action. 

Claim 7 has been amended to clarify that "using at least one 
bioinf ormat ics tool and the sequence information, structural 
information and functional information stored in the database" is 
an act within the step of "clustering the plurality of proteins 
into a plurality of families ..." As discussed in the 
application, the step of clustering includes using one or more 
bioinf ormatics software tools to organize the plurality of 
proteins into a plurality of families. While the tools can vary 
in its approach to organizing the proteins into families, the 
application does discuss some examples of such approaches at page 
14, lines 3-32. Applicant maintain that it is not necessary to 
discuss the specific acts within using each bioinf ormatics 
software tool because such acts are specific to the well-known 
bioinf ormatics tool (for example, BLAST) . Moreover, the guidance 
provided in the application does enable one to use a sequence 
analysis approach such as BLAST. 

Regarding steps (g) and (j), the Examiner apparently does not 
appreciate that a database is dynamic and therefore information 
as well as data objects or entities can be added to the database 
as they become available. Therefore, there is nothing 

inconsistent with organizing specific information into a database 
[in step (a) ] , and then later or at the same time adding 
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additional information (for example, information of other types) 
into the database [such as in step (g) or step (j)]. There is 
simply no requirement that the database be limited to the 
information organized in step (a) . 

To the extent that the same issues arise in claim 13, the 
comments above apply equally to claim 13 . 

Accordingly, reconsideration and withdrawal of the rejection of 
claims 1-13 under 35 U.S.C. §112, first paragraph, are requested. 

Rejection under 3 5 U.S.C. §112, second paragraph 

On page 8 of the June 2, 2005 Office Action, claims 1-13 were 
rejected under 35 U.S.C. §112, second paragraph, as allegedly 
indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the 
invention . 

The Examiner stated that these rejections are maintained for 
reasons of record and newly applied to claim 13 for the same 
reasons as this claim recited the same "homologous sequences" and 
families" . 

The claims have been amended and additional clarifying comments 
have been provided by Applicant since reasons were provided for 
the indef initeness rejection. Applicant requests the Examiner to 
point out the indefinite terms that remain, in view of the claim 
amendments and Applicant's remarks. 

The issues regarding "homologous sequences" and "families" have 
been repeatedly addressed by Applicant, without the Examiner's 
comments regarding Applicant's clarifying remarks. In 
particular, as Applicant previously pointed out, the criteria for 
family is set forth in the claim, that is, "for each family, 
members of the family have homologous sequences", and the level 
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of homology is discussed in the application at, for example, page 
14, lines 3-16 which is repeated below again for the Examiner's 
convenience : 

"Three dimensional structural information may be exploited 
in conjunction with recent advances in amino acid sequence 
analysis to construct the database. Advanced 
bioinf ormatics tools 2 are used to cluster all known gene 
products into families of homologous sequences. The 
clustered gene products are typically similar at 
approximately 30% identity, <0.001 probability of error. 
The structure of a representative member for each and every 
family is determined. The protein classes may include 
whole proteins, domains or sequence motifs that may or may 
not correspond to independent modules. The unsolved 
members, which probably constitute the majority, of each 
family may be visualized by homology modeling based on the 
known structures of family representatives, as described 
below." 

Accordingly, reconsideration and withdrawal of the rejection of 
claims 1-13 under 35 U.S.C. §112, second paragraph, are 
requested. 

Rejection Under 35 U.S.C. §102 (a) 

On page 8 of the June 2, 2005 Office Action, claims 1-13 were 
rejected under 35 U.S.C. §102 (a) as allegedly anticipated by 
alleged knowledge of others in this country before the invention 
thereof by Applicant, as purportedly evidenced by 

(1) the Workshop on Structural Genomics held at Argonne 
National Laboratories held January 1998, 

(2) National Institute of General Medical Sciences (NIGMS) 
Protein Structure Initiative (PSI) held April 24, 1998 
(hereinafter "the NIGMS PSI paper"), 

(3) NIGMS Genomics Project Planning Meeting held November 24, 
1998, 

(4) Structural Genomics Meeting held October 1998 in Avalon, 
New Jersey, 

(5) Shapiro et al . (Current Biology, 15 March 1998), and 

(6) Gaasterland (Nature Biotechnology, July 1998) . 
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Again, this rejection is traversed. 

It is noted that the Examiner has never made a prima facie 
showing for this rejection. Such a showing requires that it be 
demonstrated that each and every feature of the claimed invention 
is disclosed by a single reference. The Examiner simply has not 
made such a showing . 

As previously pointed out of record (see, for example, Amendment 
filed Feb 4, 2 005, and Request For Reconsideration filed July 26, 
2 004) , references (1) through (6) are six distinct references and 
pools of knowledge. None of the references discloses each and 
every feature of the claimed invention. 

Should the Examiner disagree therewith, Applicant requests the 
Examiner to point out by page and line number where each and 
every feature of the claimed invention can be found in a single 
reference . 

It is noted that it is well-established that anticipation under 
35 U.S.C. §102 must be proved by facts and not by suppositions 
and unsupported allegations. 

Further, it should be also noted that it is the burden of the 
Patent Office to provide a prima facie case of unpatentability. 
Until the Patent Office has made such a showing with regard to 
references (1) through (6) , Applicant does not incur a burden of 
demonstrating that they do not render the claimed invention 
unpatentable . 

Accordingly, reconsideration and withdrawal of the rejection of 
claims 1-13 under 35 U.S.C. §102 (a) are requested. 



Rejection under 35 U.S.C. §102 (f) 

On page 8 of the June 2, 2005 Office Action, claims 1-13 were 
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rejected under 35 U.S.C. §102 (f) because the applicant 
purportedly did not invent the claimed subject matter in view of 

(a) the Workshop on Structural Genomics held at Argonne 
National Laboratories held January 1998, 

(b) NIGMS PSI meeting held April 24, 1998, 

(c) NIGMS Genomics Project Planning Meeting held November 24, 
1998, 

(d) Structural Genomics Meeting held October 1998 in Avalon, 
New Jersey, and 

(e) Gaasterland (Nature Biotechnology, July 1998) . 

The Examiner stated that Applicant has not presented evidence 
disputing the content of what was discusses at these meetings. 
The Examiner further stated that the documents or record 
pertaining to the cited meetings provide every indication that 
the claimed system and method were discussed in a general way and 
a particular way with respect to particular methodologies to 
practice the method to those in attendance. 

The Examiner stated that page 18 of the NIGMS PSI meeting lists 
Paul Bash and Eaton Lattman (co- chairs and workshop participants) 
as the authors of the document . The Examiner further stated that 
as they were present at the meeting, the content of the NIGMS 
meeting summary reflects the knowledge of those present. 

The rejection is traversed. 

As pointed out above, it is the burden of the Patent Office to 
provide a prima facie case of unpatentability, and such a case 
must be made by a showing of facts and not by suppositions and 
unsupported allegations . 

Here, the Examiner has never made the required prima facie 
showing for this rejection. 
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The rejection is founded on references (a) through (e) which are 
five distinct references. Further, none of the references (a) 
through (e) discloses each and every feature of the claimed 
invention . 

As mentioned above, should the Examiner disagree therewith, 
Applicant requests the Examiner to point out by page and line 
number where each and every feature of the claimed invention can 
be found in a single reference. 

Since the Examiner has not provided citation to the document 
referenced, it is impossible for Applicant to review much less 
comment on the allegations made by the Examiner. 

It is believed that the Examiner may be referring to some of the 
documents attached as exhibits to the Information Disclosure 
Statement filed by Applicant on September 26, 2002. Applicant 
requests that the Examiner refer to any such documents by exhibit 
number, for the sake of clarity. Similarly, other documents 
should be cited as precisely as possible, so that Applicant can 
evaluate the contentions of the Examiner. Absent such a clear 
showing, a prima facie case of unpatentability has not been made. 

Accordingly, reconsideration and withdrawal of the rejection of 
claims 1-13 under 35 U.S.C. §102 (f) are requested. 

In view of the remarks hereinabove, Applicant submits that claims 
7-13 are now in condition for allowance, and earnestly solicits 
the allowance of claims 7-13. 

If a telephone interview would be of assistance in advancing 
prosecution of the present application, Applicant's undersigned 
attorney invites the Examiner to telephone him at the telephone 
number provided below. 
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If a petition for an extension of time is required to make this 
response timely, this paper should be considered to be such a 
petition, and the Commissioner is authorized to charge the 
requisite fees to our Deposit Account No. 03-3125. 

No fee is deemed necessary in connection with the filing of this 
response. However, if any additional fee is required, 

authorization is hereby given to charge the amount of any such 
fee to Deposit Account No. 03-3125. 



Respectfully submitted, 



±2% 




I hereby certify that this correspondence is 
being deposited this date with the U.S. 
Postal Service with sufficient postage as 
first class mail in an envelope addressed 
to: Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 2 2313-145 0. 



John P. Whvtje, Reg. No. 28,678 
Paul Teng, Reg. No. 40,837 
Attorneys for Applicant 
Cooper Sc Dunham, LLP 
1185 Avenue of the. Americas 
New York, New York 10 036 
(212) 278-0400 
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